The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore BARRETT, GROSS, and LEVY, Adm nistrative Patent Judges.
GRCSS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clainms 1, 3, 4, and 8. Cdains 5 through 7 and 9
have been allowed. Caim2 has been cancell ed.

Appel l ants' invention relates to a gear recognition switch
apparatus for vehicle transm ssions. The apparatus includes an
actuator with integral flexible nenbers which restrict novenent
of the actuator to one of three nutually perpendicul ar
directions, the direction of intended notion. Caim1lis

illustrative of the clained invention, and it reads as foll ows:
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1. Gear recognition switch apparatus for use in vehicular
transmi ssi ons conpri sing

a housing having a bottomwall fornmed with an el ongat ed
channel therein along a |ongitudinal direction, the bottom wall
having a platform surface on either side of the channel and
havi ng sidewal | s extending upwardly fromthe bottomwall to form
an actuator seat,

an actuator received on the actuator seat, the actuator
havi ng a base wall and manual val ve coupling portion extending
downwar dly through the channel, the actuator forned with flexible
portions which forman interference fit in the actuator seat with
t he actuator slidable along the platformsurfaces in the
| ongi tudi nal direction between first and second extremties of
sai d el ongated channel, said base wall of the actuator having
opposed first and second ends in the |ongitudinal direction and
opposed first and second sides in a lateral direction generally
perpendi cular to the longitudinal direction in which a flexible
portion is formed by a longitudinally extending isolation slot
formed in the base wall adjacent the first side thereof formng a
fl exi ble beam said flexible beam having a protrusion thereon
extending laterally outwardly,

a novabl e contact assenbly di sposed on top of the base wall,
t he novabl e contact assenbly having at | east one novabl e cont act
arm bi ased away fromthe base of the wall of the actuator, and

a stationary contact board received over the novabl e contact
assenbly and attached to the housing, the stationary contact
board having at | east one stationary contact path with an
el ectrically conductive segnent selectively positioned in a
portion of the contact path, the at | east one novabl e contact arm
bi ased i nto engagenent with at | east one stationary contact path.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Suwa 4,441, 000 Apr. 03, 1984
Tonot oshi 5, 860, 515 Jan. 19, 1999
(filed May 28, 1997)

Clainms 1, 3, 4, and 8 stand rejected under 35 U.S.C. § 103

as bei ng unpat ent abl e over Tonotoshi in view of Suwa.
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Reference is nade to the Exam ner's Answer (Paper No. 15,
mai | ed March 2, 2000) for the exam ner's conplete reasoning in
support of the rejection, and to appellants' Brief (Paper No. 14,
filed January 31, 2000) for appellants' argunents thereagainst.

OPI NI ON

We have carefully considered the clains, the applied prior
art references, and the respective positions articul ated by
appel l ants and the exam ner. As a consequence of our review, we
will reverse the obviousness rejection of clains 1, 3, 4, and 8.

Appel l ants (Brief, pages 4-5) set forth two prinmary
argunents agai nst the exam ner's proposed conbi nati on of
Tonot oshi and Suwa -- that Suwa is non-anal ogous art and that
nei t her Tonotoshi nor Suwa teaches or suggests a notivation for
conmbining the two references. W agree with both of appellants’
argunent s.

As expl ained by appellants (Brief, page 4), Suwa is directed
to a calculator, and thus froma different field of endeavor than
appel lants' invention, and is not reasonably pertinent to the
particul ar problemw th which appellants were concer ned.
Specifically, Suwa discloses projections for indicating switch
positions and is not at all concerned with the probl em of
vi bration isol ation addressed by appellants' invention. The

exam ner states (Answer, page 4) that Suwa, Tonotoshi and
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appel l ants' devices are all slide swtches and are all used in
nmovi ng environnments whi ch nmay produce unwanted vi brations.
However, Suwa does not address the problem of unwanted vibrations
and, therefore, does not neet either condition for anal ogous art.

Further, the exam ner asserts (Answer, page 5) that there is
sufficient notivation for conbining the references. In
particular, the examner states that "it is well known that
switches in noving environnments work better and nore consistently
when there is structure present to secure the actuator and the
contacts in the selected position. Suwa is an exanple of a well
known structure, a beamw th projections, that achieve such a
result.” Suwa, however, does not address the problem of securing
the actuator and the contacts and, thus, fails to provide the
necessary teaching or suggestion to use any disclosed structure
in the device of Tonotoshi

In rejecting clains under 35 U.S.C. 8§ 103, it is incunbent
upon the exam ner to provide a reason why one having ordinary
skill in the pertinent art would have been led to nodify the
prior art to arrive at the clainmed invention. Such reason mnust
stem from sone teachi ng, suggestion or inplication in the prior
art as a whole or know edge generally avail able to one having
ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley, 837
F.2d 1044, 1052, 5 USPRd 1434, 1438 (Fed. Cir. 1988), cert.
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denied, 488 U. S. 825 (1988). These show ngs by the exam ner are
an essential part of conplying with the burden of presenting a
prima facie case of obviousness. Note In re Cetiker, 977 F. 2d
1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992). Furthernore,
"[t] hat know edge can not conme fromthe applicant's invention
itself." Oetiker, 977 F.2d at 1447, 24 USPQ2d at 1446. As the
exam ner has pointed to no teaching, suggestion, or inplication
in the prior art that would have led the skilled artisan to

nodi fy Tonotoshi in the manner proposed by the exam ner, no prinma
faci e case of obviousness has been established. Accordingly, we
cannot sustain the rejection of clains 1, 3, 4, and 8 under 35

U S C § 103.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1, 3, 4, and 8
under 35 U.S.C. § 103 is reversed.
REVERSED

STUART S. LEVY
Adm ni strative Patent Judge
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